REMARKS 



Claims 1-35 are now pending in the application. The Examiner is respectfully 
requested to reconsider and withdraw the rejections in view of the amendments and 
remarks contained herein. 

Applicant would like to thank the Examiner for the courtesy extended during the 
personal interview conducted on January 23, 2007. During the interview, Applicant’s 
representative and the Examiner discussed the Examiner’s interpretation of claim 14 
with respect to the Szczepanek reference. 

Rejection Under 35 U.S.C. § 103 

Claims 14-35 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
Henson et al. (European Pat. No. 0622726 A2) in view of Szczepanek et al. (U.S. Pub. 
No. 2003/0110344) and Noguchi (U.S. Pub. No. 2002/00626466 Al). This rejection is 
respectfully traversed. 

With respect to claim 14, the alleged combination of Henson with Szczepanek 
and/or Noguchi is improper. Even if proper, the combination fails to disclose 
transferring disk controller control data from a first memory to a second memory, 
wherein the second memory is located on a test access port controller and the test 
access port controller is located on the disk controller. 

Initially, Applicant respectfully submits that the Examiner has failed to support his 
alleged motivation to combine these references using actual evidence as required. For 
example, the Examiner acknowledges that Henson does not disclose storing disk 
controller data on a first memory that is located on the disk controller and requesting the 
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control data from the first memory, wherein the second memory is located on a test 
access port controller. Indeed, Henson lacks any teaching or suggestion of a test 
access port (TAP) and a TAP controller. Instead, the Examiner relies on Szczepanek to 
disclose these limitations. Applicant respectfully notes that Szczepanek is not directed 
to disk controllers, and is absent of any teaching or suggestion of a disk controller. 

In other words, Henson is directed to disk drive architecture and lacks any 
teaching or suggestion of a TAP controller, and Szczepanek is directed to a 
communications system that includes a JTAG interface and lacks any teaching or 
suggestion of a disk controller. One skilled in the art presented with Henson, which 
is directed to disk drive architecture and is absent of any teaching or suggestion of a 
TAP controller, would not be motivated to look to Szczepanek, which is directed to a 
communications system that includes a JTAG interface. Szczepanek is absent of any 
teaching or suggestion of storage disks, disk controllers, and/or access of storage disk 
control data. 

In view of the above, Applicant respectfully asserts that the Examiner has failed 
to clearly and particularly support his alleged motivation to combine these references 
using actual evidence as required. According to established mandates of the patent 
laws, “[t]o establish a prima facie case of obviousness . . . there must be some 
suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings.” M.P.E.P. § 2142. “There are three possible sources for 
a motivation to combine references: the nature of the problem to be solved, the 
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teachings of the prior art, and the knowledge of persons of ordinary skill in the art." 

M.P.E.P.§ 2143.01. 

“The motivation, suggestion or teaching may come explicitly from statements in 
the prior art, the knowledge of one of ordinary skill in the art, or, in some cases the 
nature of the problem to be solved.” In re Kotzab, 217 F.3d 1365, 1370, 55 U.S.P.Q.2d 
1313, 1317 (Fed. Cir. 2000). The showing must be “clear and particular, and it must be 
supported by actual evidence.” Teleflex, Inc. v. Ficosa North American Corp., 299 
F.3d 1313, 1334, 63 U.S.P.Q.2d 1374, 1387 (Fed. Cir. 2002) (quoting In re Dembiczak, 
175 F.3d 994, 999, 50 U.S.P.Q.2d 1614, 1617 (Fed. Cir. 1999)) (emphasis added). It is 
not sufficient to rely on “common sense and common knowledge,” as there must be 
specific evidence to support the motivation. In re Lee, 277 F.3d. 1338, 1344-45, 61 
U.S.P.Q.2d 1430, 1434-35 (Fed. Cir. 2002)]. It is respectfully submitted that the 
Examiner has not made a legally sufficient showing of a motivation to combine based 
on actual, specific, evidence. 

Rather, according to M.P.E.P. § 2142, “[t]o reach a proper determination under 
35 U.S.C. 103, .. . impermissible hindsight must be avoided and the legal conclusion [of 
obviousness] must be reached on the basis of the facts gleaned from the prior art.” 
Furthermore, according to M.P.E.P. § 2143.01, “[t]he mere fact that references can be . 

. . modified does not render the resultant combination obvious unless the prior art also 
suggests the desirability of [such modification].” In re Mills, 916 F.2d 680, 16 
U.S.P.Q.2d 1430 (Fed. Cir. 1990). Since the Examiner has offered no proper support or 
motivation for combining the references, it is respectfully submitted that the rejection 
based on obviousness is clearly and unequivocally founded upon “knowledge gleaned 
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only from applicant's disclosure.” M.P.E.P. § 2145. Consequently, it is respectfully 
submitted that the rejection entails hindsight and is, therefore, improper. 

Applicant further notes that even if proper, the combination still fails to disclose 
transferring disk controller control data from a first memory on a disk controller to a 
second memory located on a test access port controller. Instead, Szczepanek appears 
to disclose transferring JTAG test instructions to the alleged second memory. 

It is a longstanding rule that to establish a prima facie case of obviousness of a 
claimed invention, all of the claim limitations must be taught or suggested by the prior 
art. In re Royka , 180 USPQ 143 (CCPA 1974), see MPEP §2143.03. Furthermore, 
when evaluating claims for obviousness under 35 U.S.C. §103, all of the limitations 
must be considered and given weight. Ex parte Grasselli . 231 USPQ 393 (Bd. App. 
1983), MPEP § 2144.03. Here, the alleged combination fails to disclose the limitation of 
transferring disk controller control data to a second memory located on a test access 
port controller. 

For example, the Examiner alleges that Szczepanek discloses this limitation at 
Page 29, Paragraphs [0408]-[0416]. Applicant respectfully disagrees. Instead, the cited 
portions of Szczepanek appear to disclose transferring JTAG instructions. More 
specifically, Table 9 (see Paragraph [0411]) illustrates JTAG opcodes, including 
EXTEST, SAMPLE/PRELOAD, ATPG, SELF EXERCISE, IDCODE, HIGHZ, and 
BYPASS, for example. This alleged data is not disk controller control data as 
claim 14 recites. 

Further, claim 14 recites that the disk controller control data is transferred from a 
first memory located on the disk controller to a second memory located on the TAP 
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controller. The alleged data of Szczepanek is not transferred from a first memory 
located on a disk controller to a second memory located on the TAP controller. 

As best understood by Applicant, this alleged data, being JTAG instructions, is 
inherently stored on the alleged TAP controller, or is transferred from an external 
location (e.g. via a TAP port) to the TAP controller. 

Applicant respectfully submits that claim 14, as well as its dependent claims, 
should be allowable for at least the above reasons. Claims 22 and 29, as well as their 
corresponding dependent claims, should be allowable for at least similar reasons. 

Claims 1-13 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Henson et al. (European Pat. No. 0622726 A2) in view of Szczepanek et al. (U.S. Pub. 
No. 2003/01 10344). This rejection is respectfully traversed. 

With respect to claim 1 , Applicant initially notes that the combination of Henson 
and Szczepanek is improper as discussed above with respect to claim 14. In particular, 
Applicant respectfully submits that one skilled in the art presented with Henson, which is 
directed to disk drive architecture and is absent of any teaching or suggestion of a TAP 
controller, would not be motivated to look to Szczepanek, which is directed to a 
communications system that includes a JTAG interface. 

Applicant further notes that claim 1 recites a method for dynamically writing to an 
internal register space of a chip using a TAP controller without interfering with normal 
operation of the chip. In particular, claim 1 recites the step of gaining access through 
arbitration to the internal register space during normal operation of the chip. 

As best understood by Applicant, the alleged combination fails to disclose this 
limitation. For example, the Examiner relies on Szczepanek to disclose “indirect access 
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to internal registers and SRAM.” (See Page 3, Lines 1-3 of the Office Action). 
Applicant respectfully submits that Szczepanek fails to disclose reading from and/or 
writing to internal register space using a TAP controller during normal chip operation. 
Instead, Szczepanek discloses accessing RAM during testing. (See Paragraph 
[0416]). As described in Applicant’s specification, typically all chip operations stop 
during JTAG testing. (See Paragraph [0008] of the present application). Szczepanek 
appears to be absent of any teaching or suggestion of allowing access to internal 
register space during normal chip operation as claim 1 recites. 

Applicant respectfully submits that claim 1, as well as its dependent claims, 
should be allowable for at least the above reasons. Claims 4 and 7, as well as their 
corresponding dependent claims, should be allowable for at least similar reasons. 

With respect to claim 12, Applicant respectfully submit that claim 12, as well as 
its corresponding dependent claims, should be allowable for at least similar reasons as 
claim 14. For example, the combination of Henson and Szczepanek is improper as 
discussed above with respect to claim 14. Further, claim 12 recites subject matter 
analogous to claim 14. For example, claim 12 recites a data register (i.e. a second 
memory) on the TAP controller that stores data after it is read from internal register 
space (i.e. a first memory) of a chip. 
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Conclusion 



It is believed that all of the stated grounds of rejection have been properly 
traversed, accommodated, or rendered moot. Applicant therefore respectfully requests 
that the Examiner reconsider and withdraw all presently outstanding rejections. It is 
believed that a full and complete response has been made to the outstanding Office 
Action and the present application is in condition for allowance. Thus, prompt and 
favorable consideration of this amendment is respectfully requested. If the Examiner 
believes that personal communication will expedite prosecution of this application, the 
Examiner is invited to telephone the undersigned at (248) 641-1600. 

Respectfully submitted, 

Dated: February 8, 2007 By: 

Damian M. Aquino 

Reg. No. 54,964 



Michael D. Wigainfe ] 
Reg. No. 34,75^/ 



Harness, Dickey & Pierce, P.L.C. 
P.O. Box 828 

Bloomfield Hills, Michigan 48303 
(248) 641-1600 
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